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• Indian courts can decide on issues of invalidity and infringement simultaneously. A 
defendant can raise the issue of validity of a patent in two ways: 

         As a defence to the claimant's claim. 
         By initiating a counterclaim. 
• In addition, after the grant of a patent, any interested person can file an invalidity 

action before the Intellectual Property Appellate Board. 
•  In Dr Aloys Wobben v Shri Yogesh Mehra and Ors, 2014(7) SCALE 536 the Supreme 

Court has held that separate invalidity actions (that is, actions before the Appellate 
Board and in the form of a counterclaim before the High Court) cannot be filed 
and pursued simultaneously by the same party against the same patent.  

• Under this decision, proceedings that have been filed first must continue, unless 
the parties agree to pursue a particular action.  

• However, if a patent infringement action has been filed, the alleged infringer can 
only challenge the patent through a counterclaim, and revocation actions before 
the Appellate Board filed after the infringement claim cannot be sustained. 
 



•  In Merck Sharpe Dohme v Glenmark Pharmaceuticals, the High Court of Delhi held 
that the scope of the patent depends on the: 

1.Nature of the claims made. 
2.Enabling disclosures specified by the patentee in the patent specification. 
 
• The Supreme Court, in Bishwanath Prasad Radhey Shyam v Hindustan Metal 

Industries AIR 1982 SC 1444, relied on English case law to hold that the proper way 
to construe a specification is not to read the claims first and then see what the full 
description of the invention is, but first to read the description of the invention, to 
prepare the mind to what the invention is. In addition, when reading a patent 
claim, the court must not take into account disclosures of techniques and products 
that are already used in the industry, but only examine what is new in the 
invention and how to arrive there from the state of the art (Merck Sharpe Dohme v 
Glenmark Pharmaceuticals).  

• The infringement analysis then proceeds with a comparison of the elements of the 
claim and the elements of the defendant's product or process. Infringement is 
established if a defendant's product or process corresponds to the claims as 
construed. 
 



• A patent specification must be given a purposive construction, rather than 
a purely literal one (Catnic Components Ltd v Hill & Smith [1981] FSR 60). 
Indian courts follow the purposive rule as laid down in Catnic in the 
construction of patent specifications.  

• In the case of TVS Motor Company Ltd. v Bajaj Auto Ltd., 2009 (40) PTC 
689(Mad), it was held that in assessing an allegation of infringement, what 
must be examined is whether the alleged infringement has taken the 
substance of the invention, ignoring any omission or addition of certain 
parts.  

• In the case  F Hoffmann-La Roche Ltd. & Anr v Cipla Ltd., the High Court of 
Delhi observed that there may be certain cases where the alleged 
infringing product does not completely correspond to what has been 
claimed for the patented invention.  

• The Court recognised that the product may seem to be substantially 
containing the patented product but also contain some other parts or 
variants. The Court held that, in these cases, infringement can be found by 
applying the rule of purposive construction. 
 
 



• Indian courts have tacitly recognised the doctrine of 
equivalents.  

• In Raj Prakash v Mangat Ram Chowdhury [1978] AIR Delhi 
1, the Delhi High Court held that the "pith and marrow" of 
the invention claimed must be looked into, and courts must 
not be weighed down in the detailed specifications and 
claims made by the parties.  

• The Court also held that the title of the specifications of an 
invention does not affect the actual claim. Under Indian 
law, a party cannot avoid infringement by adding an 
inessential feature, or some trifling or inessential 
variation/addition. A person cannot be held to have taken 
the substance of a patented invention if this person omits 
an essential feature. 
 


